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Post Grant Amendments

According to Article 116 of the Federal Law of Protection for the Industrial Property (FLPIP), which is the law
that currently governs the patent system in our country, voluntary amendments and those requested by the
Mexican Institute of Intellectual Property (MIIP) along the prosecution of a patent application are accepted only
until the issuance of the notice of allowance or the final rejection of a patent application. Thus, after the MIIP
issues the notice of allowance, applicant can no longer submit amendments based on the aforementioned article
and must follow the provisions of the FLPIP for post grant amendments.

It is important to mention that after the issuance of the notice of allowance and after making the payment of the
corresponding grant fees, the MIIP shall issue a Letters Patent document as proof and official recognition for the
patent owner. Said document shall comprise a copy of the specification, claims and drawings and shall also
specify the number and classification of the patent, the name and address of both the applicant(s) and the
inventor(s), the filing date of the application and any recognized priority, the day of the issue of the patent, the
name of the invention, and the term of the patent. The FLPIP also establishes that once the patent has been
granted, the MIIP shall proceed with its publication in the official Gazette, which shall contain the previously
mentioned information. This in accordance with Articles 119 and 120 of the FLPIP.

However, if patentee notices any inconsistency in the content of the Letters Patent or wants to amend the
content of the granted claims, it will be possible to file a Letters Patent amendment in accordance with the
provisions of Article 121 of the FLPIP.

Article 121 establishes that the owner of a valid patent or registration may request its rectification or limitation
through a request to the MIIP. If the request is appropriate, the MIIP will notify the applicant and will proceed
to publish the rectification or limitation in the gazette. Otherwise, if the MIIP considers that the request is not
appropriate, the applicant must clarify what is necessary within a period of two months from the resolution of
the MIIP.

In relation to the rectification of formal errors in the Letters Patent document, Article 122 establishes that if the
rectification is related to the contents of the claims or the elements that are necessary for the interpretation of the
claims, it will be appropriate if the errors intended to be corrected are evident for one skilled in the art.
Furthermore, this article also states that the Letters Patent may not be rectified in such a way as to extend the
scope of protection it confers. 

Now then, as to the amendments directed to limit the scope of a patent or utility model registration, Article 123
indicates that said amendments will be accepted when (i) they are intended to eliminate one or more claims, or
(ii) when they are intended to include the matter of one or more dependent claims in an independent claim. The
amendments that seek to broaden the scope of the patent or registration will be rejected.
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Regarding industrial design registrations, Article 124 states that the amendments will be accepted when the
proposed changes do not eliminate the features that confer novelty to the design or do not extend the protection
conferred by the registration.

 Finally, it is important to bear in mind that the Federal Law of Protection for the Industrial Property (FLPIP)
came into force in November 2020; however, this law contemplates that patents and registrations granted based
on applications filed under the Industrial Property Law (IPL), now abrogated, must comply with the provisions
of the FLPIP because the Sixth Transitory Article establishes that  the patents and registrations of utility models
or industrial designs granted on the basis of the IPL, will retain their validity granted until their expiration,
however, they will be subject to the provisions of the FLPIP.

As can be appreciated, the FLPIP allows the applicant to file Letters Patent amendments for correcting evident
mistakes and/or limiting the scope of the granted claim set. In the same way, this law prohibits broadening the
scope of the granted rights through this kind of amendment. Therefore, it is important to note that due to the
uncertainty of receipt of the final resolution of the substantive examination from the MIIP, any amendment that
intends to enlarge the scope of protection must be proposed as soon as possible and before the resolution of the
substantive evaluation of the case.

In addition, as a positive legal evolution, the new legislation incorporates the fraction ii) of the Article 123 that
provides certainty to the assessment of the limitation of a claim by incorporating additional matter previously
contained in a dependent claim. In the same sense, the new Article 124 specifies and establishes the rules for
post grant amendments to industrial design registrations, which in the past were based on the same concepts
used in patents with the evident challenges to demonstrate the real limitations on the scope of protection of the
design. 
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